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REMARKS 

Entry of the foregoing, re-examination and reconsideration of the subject matter 
identified in caption, as amended, pursuant to and consistent with 37 C.F.R. §1.112, and in 
light of the remarks which follow, are respectfully requested. 

Claim 1 has been currently amended to specify that the rubber component (Al) is 
prepared by hydrosilylation by reacting an ethylene/a-olefin/non-conjugated diene random 
copolymer rubber with a silicon compound of the formula: 

R a 

i 

HSiX 3 - a . 

Support for this amendment may be found throughout the specification including page 96, 
lines 13-19; page 106, line 15 to page 108, line 5; page 109, lines 8-9; page 275, lines 4-11; 
etc. 

Allowed dependent claim 2 has been replaced by new independent claim 97. Claims 
53, 89 and 90 have been replaced by new claims 98-103. Support for claims 98-100 may be 
found throughout the specification including page 133, lines 8-21 (composition of claim 3); 
page 154, lines 6-18 (composition of claim 5); etc. Support for new claims 101-103 also may 
be found throughout the specification. For example, see page 133, line 22 to page 134, line 
3; age 154, lines 19-23, etc. Applicants believe that no new matter has been incorporated into 
the claims. 

Applicants have also changed the language in the preamble of claims 1,3-12, 21-27 
and 91-92 from "characterized in that it contains" to —comprising— to conform to acceptable 
U.S. practice. This amendment does not change the scope of the claims. 

Currently, claims 1, 3-52, 65-88 and 91-103 are pending in this application. Claims 3, 
6, 8, 10-52, 65-88 and 91-96 stand withdrawn from further consideration on the merits. 



Attorney's Docket No. 000023-017 
Application No. 10/070.507 
Page 88 

Turning to the Office Action, Applicants note the Examiner's comment that copies of 
the priority documents have not been received from the International Bureau. Applicants 
have contacted Mr. Leonard Smith in the U.S. Patent and Trademark Office (703-308-6461) 
who indicated he would attempt to obtain copies of the priority documents from the website 
of the International Bureau. 

Claims 53, 89 and 90 were rejected under 35 U.S.C. §102(a) as anticipated by WO 
01/07490 to Nakamura et al. which corresponds to U.S. Patent No. 6,608,144, for the reasons 
given on pages 3-5 of the Office Action. Reconsideration of this rejection is respectfully 
requested in view of the above amendments and for at least the following reasons. 

Claims 53, 89 and 90 have been replaced by new claims 98-103. The new claims are 
directed to various articles of manufacture prepared from the compositions of claims 1-27. 
Claims 98-103 are not directed to the same polymers as those described in WO '490. 

For at least these reasons, the rejection based on WO '490 to Nakamura et al. should 
be reconsidered and withdrawn. Such action is earnestly requested. 

Claims 1, 53, 89 and 90 were rejected under 35 U.S.C. §102(b) as anticipated by U.S. 
Patent No. 3,503,943 to Kresge et al. for the reasons set forth on pages 5-6 of the Office 
Action. Reconsideration of this rejection is respectfully requested in view of the above 
amendment to claim 1 and for at least the reasons which follow. 

As noted by the Examiner, the technique disclosed in Kresge et al. '943 to prepare 
their silane-modified terpolymer involves free radical grafting. To the contrary, Applicants 
prepare their modified terpolymers via hydrosilylation. Claim 1 has now been amended to 
specify that the modified terpolymer is prepared by reaction with a silicon compound of 
formula IV in the presence of a transition metal complex catalyst. In free radical grafting, 
some damage occurs to the main chain of the terpolymer and the resultant products frequently 
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exhibit reduced tensile strength and elongation at break as a result. On the other hand, very 
little damage to the terpolymer occurs during hydrosilylation and the resultant products 
exhibit improved tensile strength and elongation at break. 

Claim 1 also requires the presence of a compound (B) having a hydroxyl 
group and/or a hydrolyzable group. The rejection postulates that one of the optional 
ingredients, diisodecylphthalate, is such a compound because "all organic esters are 
hydrolyzable" (page 6, lines 2-3). Respectfully, Applicants disagree. 

To support a rejection based on inherency, the Examiner must provide factual and 
technical grounds establishing that the inherent feature necessarily flows from the disclosures 
of the prior art. It is well established that "[t]he fact that a certain result or characteristic may 
occur or be present in the prior art is not sufficient to establish the inherency of that result or 
characteristic." In re Riickaert. 9 F.3d 1531,1534, 28 U.S.P.Q.2d 1955,1957 (Fed. Cir. 1993). 
"To establish inherency, the extrinsic evidence 'must make clear that the missing descriptive 
matter is necessarily present in the thing described in the reference, and that it would be so 
recognized by persons of ordinary skill. Inherency, however, may not be established by 
probabilities or possibilities. The mere fact that a certain thing may result from a given set of 
circumstances is not sufficient' In re Robertson , 169 F.3d 743,745, 49 U.S.P.Q.2d 1949-51 
(Fed. Cir. 1999)." "In relying upon the theory of inherency, the Examiner must provide a 
basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior art." 
Ex parte Levy, 17 U.S.P.Q.2d 1461,1464 (Bd. Of Pat. Apps. & Inter. 1990)." Note M.P.E.P. 
§2112. 

Thus, inherency must flow as a necessary result from the prior art, not simply a 
possible one. Applicants respectfully submit that there is no basis in fact and/or technical 
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reasoning to reasonably support a conclusion that the allegedly inherent characteristic (i.e. 
hydrolysis of diisodecylphthalate) necessarily flows from the disclosure of the reference 

The efficacy of the ester as an oil extender depends upon its ability to function as an 
ester plasticizer. To allow the ester to hydrolyze would render it unfit to perform its intended 
function and would be contrary to the teachings of the reference. 

For at least the aforementioned reasons, the § 102(b) rejection over Kresge et al. '943 
should be reconsidered and withdrawn. Such action is earnestly solicited. 

Applicants acknowledge with appreciation the Examiner's indication that claims 2, 4, 
5, 7 and 9 are allowable. Claim 2 has been rewritten in independent form as claim 97. 

From the foregoing, further and favorable action in the form of a Notice of Allowance 
is believed to be next in order and such action is earnestly solicited. If there are any 
questions concerning this paper or the application in general, the Examiner is invited to 
telephone the undersigned at (703) 838-6683 at his earliest convenience. 



Respectfully submitted, 



Burns, Doane, Swecker & Mathis, l.l.p. 



Date: June 17, 2004 



By: 



George F. Lesmes 
Registration No. 19,995 
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